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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 24 January 2005 have been fully considered but they 
are not persuasive. 

The applicant argues that nowhere does Corrigan teach or suggest that this 
process is conducted "without advanced notice to operators of said system," as recited 
in claim 37. The examiner disagrees; the background discussion of Corrigan addresses 
the drawback of existing systems, which typically (e.g. but not always) requires an 
operator to configure the set top box at the customer location (col. 1 , II. 28-35). 
Accordingly, it is the purpose of the invention to design a flexible system that can be 
efficiently managed that allows for remote configuration and reorganization of services 
(col. 1 , II. 36-40). Further, Corrigan discloses in the detailed description that "there is no 
need to configure the subscriber unit before installation" (col. 3, II. 6-10), consequently 
there is no need to provide advanced notice to operators of said system. 

Additionally, the applicant argues that Corrigan does not teach or suggest 

"transmitting a registration request message from said set top terminal to the system 

controller of said system," specifically in that Corrigan does not mention the 

< 

transmission of a "registration request as claimed." The examiner disagrees; registration 
request is given the broadest reasonable interpretation in the art, that is a request to 
register. Whereas it is recognized that Corrigan does not explicitly disclose a 
"registration request," Corrigan teaches a control unit (110) of the subscriber unit (130) 
that sends subscriber information in a message including information on how the unit is 
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configured, serial number, what cables are attached, and any other information the can 
unit can utilize to manage the communication system more efficiently (col. 5, II. 9-27), 
which equates to a request to register in that the information permits the communication 
system to configure the device to optimally exist in the network. Consequently, 
Corrigan does teach a registration message, given the broadest reasonable 
interpretation in the art. 

The present application is assigned to General Instrument Corp ("Gl"), where Gl 
is a wholly owned subsidiary of Motorola, Inc. The applicant argues, "At the time the 
invention of the present application was made, the inventors were employees of 
General Instrument and under an obligation to assign the invention to Gl. Gl was, in 
turn, under a contract to merge with Motorola and, consequently, under an obligation to 
assign the invention of the present application as directed by Motorola. Note again that 
the subject matter of the Corrigan reference was, at that time and at the present time, 
also owned by Motorola." This statement is insufficient in that Gl was merely under a 
contract, which does not necessarily convey whether Gl was under an obligation to 
assign the invention of the present application to Motorola. "Actual ownership of the 
subject matter and the claimed invention by the same individual(s) or organization(s) or 
a legal obligation to assign both the subject matter and the claimed invention to the 
same individual(s) or organization(s)>/business entity(ies)< must be in existence at the 
time the claimed invention was made in order for the subject matter to be disqualified as 
prior art. See MPEP 706.02(l)(2). 
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The applicant argues that Corrigan does not clearly teach or suggest that a set 
top terminal registers and begins working on a system where the terminal was not in 
previous communication with or located by the system controller. The examiner 
disagrees; the background discussion of Corrigan addresses the drawback of existing 
systems, which typically (e.g. but not always) requires an operator to configure the set 
top box at the customer location (col. 1 , II. 28-35). Accordingly, it is the purpose of the 
invention to design a flexible system that can be efficiently managed that allows for 
remote configuration and reorganization of services (col. 1, II. 36-40). Further, Corrigan 
discloses in the detailed description that "there is no need to configure the subscriber 
unit before installation" (col. 3, II. 6-10), consequently Corrigan does in fact teach that a 
set top terminal registers and begins working on a system, where the terminal was not 
in previous communication with the system controller. 

The applicant argues that Caporizzo is cited as teaching a system controller that 
determines an upstream plant from among a plurality of upstream plants used by the set 
top terminal to transmit an initial message. The examiner disagrees; as shown in figure 
1 of Caporizzo, the downstream path is identical to the upstream path. Further, 
Caporizzo identifies each component (e.g. system trunk, line extender, etc) to identify 
the branch (col. 6, II. 4-19), further Caporizzo teaches sending data upstream from the 
settop terminal (col. 2-3, II. 62-2). Consequently, Caporizzo teaches determining a set 
top terminals upstream plant from among a variety of possible upstream plants. 
Whereas, it is recognized that the downstream paths are not necessarily the same as 
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the upstream plant used by the set top terminal, the system of Caporizzo clearly shows 
(such as in figure 1 ) that the upstream path is the same as the downstream path. 

The applicant argues that Corrigan does no actually teach or suggest connecting 
a set top terminal to a cable television system without advanced notice to the system 
operators. The examiner disagrees; it is the purpose of the invention to design a 
flexible system that can be efficiently managed that allows for remote configuration and 
reorganization of services (col. 1 , II. 36-40). Further, Corrigan discloses in the detailed 
description that "there is no need to configure the subscriber unit before installation" 
(col. 3, II. 6-10), consequently Corrigan does in fact teach connecting a set top terminal 
to a cable television system without advanced notice to the system operators. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 37-40 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent 6,202,088 to Corrigan et al. 

Regarding claim 37, Corrigan teaches connecting a set-top terminal to said 



system without advance notice to operators of said system (col. 2, II. 39-43, col. 7, II. 5- 
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16, fig. 1 1 ), transmitting a registration request message from said set-top terminal to a 
system controller of said system (col. 5, II. 9-27); and with said system controller, 
automatically registering said set-top terminal within said system upon receipt of said 
registration request message (col. 5, II. 39-7), in that the subscriber unit (130) has a 
unique identifier (electronic serial number (800) (col. 5, II. 40-44)., 

Regarding claim 38, Corrigan teaches identifying the associated transceiver 
(upstream and downstream plant) of the controller, by grouping the subscriber units 
(130) (col. 3, II. 41-57) and associating the groups with a transceiver (col. 2 f II. 36-58, 
see fig. 5). 

Regarding claim 39, Corrigan teaches plural subscriber units being assigned to 
groups based on geographic location (col. 3, II. 41-57), wherein the control unit (110) 
sends operations parameters for the subscriber unit (130), such as frequency bandwidth 
parameters, security identification, system channel, and protocol parameters (col. 4, II. 
31-49). 

Regarding claim 40, Corrigan teaches transmitting the registration request in 
response to operation parameters (col. 7, II. 5-16), which equates to a code being input 
by the controller to said set top terminal. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-3, 7-13, 16-24, 26, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,574,495 to Caporizzo in view of U.S. Patent 6,202,088 
to Corrigan et al. 

Regarding claims 1,11, and 20, Caporizzo teaches a cable television system 
which assesses the noise in the channels and notifies the headend of problems 
(abstract). Caporizzo teaches a headend (claimed system controller), a population of 
terminals, and a plurality of upstream and downstream plants (fig. 1). Furthermore, the 
system of Caporizzo can locate set top terminals within a system by maintaining a 
system topology of devices (col. 6, II. 4-13). Caporizzo teaches sending a message 
containing bit error rate (BER) information to the headend (col. 5, II. 37-39), which reads 
on sending a first message to the system controller from a set top terminal. 
Furthermore, by using the CATV network topology, the system can determine the 
upstream plant and the downstream plant associated with the terminal (col. 6, II. 4-13). 
The examiner notes that the identification is 217784, where 2 is the trunk number, 1 is 
the line extender and 7784 is the set top terminal. Accordingly, the location of the set 
top terminal within the system comprises an identification of the upstream and 
downstream plants. 

Further regarding claim 1 , Caporizzo is silent on a terminal that has not 
communicated with the system controller previously. Corrigan teaches registering a 
new subscriber unit to the control unit (110) (col. 2, II. 39-42, col. 7, II. 5-16, see also 
figure 1 1 ), wherein the new subscriber (ergo terminal) has not communicated with the 
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system controller previously. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to modify Caporizzo by transmitting a 
message to the headend during initialization as taught by Corrigan in order to identify 
the user device at the headend and determine the appropriate services thereby 
efficiently using resources (Corrigan: col. 1, II. 7-15) and enabling the system to be 
managed more efficiently without disruptions of service (Corrigan: col. 1 , II. 36-40). 

Further regarding claim 1 1 , Caporizzo is silent on a location of which terminal 
has not been previously obtained by the system controller. Corrigan teaches registering 
a new subscriber unit to the control unit (110) (col. 2, II. 39-42, col. 7, II. 5-16, see also 
figure 11), wherein the new subscriber (ergo terminal) has not communicated with the 
system controller previously by the system controller. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Caporizzo by identifying the location of terminal that has not been previously obtained 
by the system controller as taught by Corrigan in order to identify the user device at the 
headend and determine the appropriate services thereby efficiently using resources 
(Corrigan: col. 1, II. 7-15) and enabling the system to be managed more efficiently 
without disruptions of service (Corrigan: col. 1 , II. 36-40). 

Further regarding claim 20, Caporizzo is silent on wherein a location of a set top 
within the system was previously unknown. Corrigan teaches registering a new 
subscriber unit to the control unit (110) (col. 2, II. 39-42, col. 7, II. 5-16, see also figure 
11), wherein the location within the system was previously unknown. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time the invention was 
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made to modify Caporizzo by on locating a device wherein a location of the device 
within the system was previously unknown as taught by Corrigan in order to identify the 
user device at the headend and determine the appropriate services thereby efficiently 
using resources (Corrigan: col. 1, II. 7-15) and enabling the system to be managed more 
efficiently without disruptions of service (Corrigan: col. 1, II. 36-40). 

Regarding claims 2, 12, and 21, Caporizzo teaches transmitting a request 
message from the headend (claimed system controller) to a set top terminal (col. 5, II. 4- 
11), accordingly, the set top terminal responds to the request message (col. 5, II. 37-48). 

Regarding claim 3, Caporizzo teaches authorizing access to specific services 
and channels (col. 3, II. 3-5), which reads on assigning attributes for set top terminals. 
The examiner notes that by assigning characteristics to a particular set top terminal, the 
set top terminal has a location. Accordingly, Caporizzo teaches, "assigning attributes 
for said set top terminal based on said location of said set top terminal" as claimed. 
However, Caporizzo is silent on one or more different attributes assigned to terminals in 
different locations. Corrigan teaches plural subscriber units being assigned to groups 
based on geographic location (col. 3, II. 41-57), wherein the control unit (1 10) sends 
operations parameters for the subscriber unit (130), such as frequency bandwidth 
parameters, security identification, system channel, and protocol parameters (col. 4, II. 
31-49). Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Caporizzo by having one or more different 
attributes assigned to terminals in different locations as taught by Corrigan in order to 
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provide a plurality of services to users in different locations, thereby enabling the system 
to remotely configure subscriber units for reducing costs (Corrigan: col. 3, II. 4-17). 

Regarding claims 13, and 22, Caporizzo teaches authorizing access to specific 
services and channels (col. 3, II. 3-5), which reads on assigning attributes for set top 
terminals. The examiner notes that by assigning characteristics to a particular set top 
terminal, the set top terminal has a location. Accordingly, Caporizzo teaches, 
"assigning attributes for said set top terminal based on said location of said set top 
terminal" as claimed. 

Regarding claims 7 and 16, Caporizzo teaches a demand from the set top 
terminal (col. 5, II. 4-11), which reads on a set top terminal transmitting a message 
without receiving a request message from the controller. 

Regarding claims 8 and 17, Caporizzo is teaches a subscriber demand initiating 
the data accumulation procedure, which in turn transmits the first message (col. 5, II. 5- 
8). 

Regarding claims 9 and 18, Caporizzo teaches identifying a trunk and line 
extender along with the set top terminal in order to identify the a group of malfunctioning 
devices (col. 6, II. 5-13). 

Regarding claims 10 and 19, Caporizzo teaches using a phone line to send the 
information the headend (claimed controller) (col. 5, II. 43-48). By completing this 
action, the system of Caporizzo clearly must call use a telephone network that in turn 
reads on the claimed upstream plant. 
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Regarding claims 23 and 26, Caporizzo teaches a set top terminal demanding 
when the terminal has been added to the system, but is silent on performing an action 
once connected to the network. Corrigan teaches that the subscriber unit (130) scans 
and locates the system broadcast channel containing operation parameters (col. 7, II. 5- 
16), and sending information to the control unit (110) (col. 5, II. 9-27). Therefore, it 
would have been obvious to one of ordinary skill in the art to modify Caporizzo by 
perform an action once connected to the network as taught by Corrigan in order to 
identify the device to the network without prior notice to the operator thereby enabling 
the system to efficiently add devices to the network and configure the network. 

Regarding claim 24, Caporizzo teaches providing physical and logical topology 
information for the system based on the location information of the terminal (col. 6, 4- 
13). 

Regarding claim 27, the combination of Caporizzo and Corrigan teaches the 
headend receiving a signal from a terminal and determining the upstream and 
downstream plants associated with the terminal (col. 5, II. 37-39) and Caporizzo teaches 
a downstream plant associated with the upstream plant (col. 6, II. 4-13). 

6. Claims 4, 5, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 5,574,495 to Caporizzo and U.S. Patent 6,202,088 to Corrigan et al. in 
view of U.S. Patent 6,463,588 to Jenkins et al. and U.S. Patent 6,425,132 to Chappell. 

Regarding claims 4 and 14, Caporizzo teaches associating attributes to the set 
top terminals, but is silent oh associating attributes with each upstream and downstream 
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plant. Jenkins teaches associating a status for end user devices in the downstream 
data path (col. 2, II. 22-37, col. 2-3, II. 56-6). In the upstream direction, Chappell 
teaches identifying a node, with a node identifier (col. 5-6, II. 65-1). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Caporizzo by associating attributes with both the downstream and upstream 
plants as taught by Jenkins and Chappell in order to analyze the network and improve 
the efficiency of the system. 

Regarding claim 5, Caporizzo is silent on associating attributes for the terminal 
based on the upstream path. Official Notice is taken that associating attributes for the 
terminal based on the upstream path is well known. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Caporizzo by associating attributes based on the upstream path in order to adjust the 
power, timing and other transmission characteristics for the set top terminal thereby 
transmitting data more efficiently. 

7. Claims 6 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
U.S. Patent 5,574,495 to Caporizzo and U.S. Patent 6,202,088 to Corrigan et al. in view 
of U.S. Patent 5,563,883 to Cheng. 

Regarding claims 6 and 15, Caporizzo teaches polling from both the headend or 
the set top terminal either simultaneously or to addressed terminals (col. 5, II. 4-1 1 ). By 
polling a particular set top terminal, the terminal clearly has a location. However, 
Caporizzo is silent on teaching selecting terminals to minimize collisions. Cheng 
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teaches grouping terminals in order to minimize collisions (col. 1 1 , II. 9-14). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time the invention 
was made to modify Caporizzo by grouping terminals to minimize collisions as taught by 
Cheng in order to provide a more reliable upstream data path. 

8. Claims 25, 28-30, 34-36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent 5,574,495 to Caporizzo and U.S. Patent 6,202,088 to 
Corrigan et al. in view of "All-format decoders and set-top boxes" to Henderson 
(hereinafter Henderson). 

Regarding claim 25, Caporizzo is silent on purchasing a set top terminal. 
Henderson teaches purchasing a set top terminal (pg. 4, para. 1 ), which are clearly 
purchased at a retail outlet, given the broadest reasonable interpretation in the art of a 
commercial market for goods selling retail directed towards consumers in that 
consumers are able to purchase the receivers. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify Caporizzo 
to purchase a set top terminal through a retail outlet as taught by Henderson in order to 
enable a user to integrate a device into the network thereby gaining functionality and 
services available on the network. 

Regarding claim 28, the limitations of claim 28 have been addressed in the 
discussion of claims 1 , 25, and 26. Claim 28 introduces the limitation of installing the 
terminal. Official Notice is taken that installing a terminal is well known in the art. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
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invention was made to modify Caporizzo by installing a terminal in order to enable the 
user to use their devices without a service person. 

Regarding claims 29, 30, and 34-36, the limitations of claims 29 and 30 have 
been addressed in the discussion of claims 2, 3, 7-9, respectively. 

9. Claims 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 5,574,495 to Caporizzo, U.S. Patent 6,202,088 to Corrigan et al., and 
"All-format decoders and set-top boxes" to Henderson (hereinafter Henderson) in view 
of U.S. Patent 6,463,588 to Jenkins et al. and U.S. Patent 6,425,132 to Chappell. 

Regarding claim 31 Caporizzo teaches associating attributes to the set top 
terminals, but is silent on associating attributes with each upstream and downstream 
plant. Jenkins teaches associating a status for end user devices in the downstream 
data path (col. 2, II. 22-37, col. 2-3, II. 56-6). In the upstream direction, Chappell 
teaches identifying a node, with a node identifier (col. 5-6, II. 65-1). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
to modify Caporizzo by associating attributes with both the downstream and upstream 
plants as taught by Jenkins and Chappell in order to analyze the network and improve 
the efficiency of the system. 

Regarding claim 32, Caporizzo is silent on associating attributes for the terminal 
based on the upstream path. Official Notice is taken that associating attributes for the 
terminal based on the upstream path is well known. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
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Caporizzo by associating attributes based on the upstream path in order to adjust the 
power, timing and other transmission characteristics for the set top terminal thereby 
transmitting data more efficiently. 

10. Claim 33 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 5,574,495 to Caporizzo, U.S. Patent 6,202,088 to Corrigan et al., and "All-format 
decoders and set-top boxes" to Henderson (hereinafter Henderson) in view of U.S. 
Patent 5,563,883 to Cheng. 

Regarding claim 33, Caporizzo teaches polling from both the headend or the set 
top terminal either simultaneously or to addressed terminals (col. 5, II. 4-1 1 ). By polling 
a particular set top terminal, the terminal clearly has a location. However, Caporizzo is 
silent on teaching selecting terminals to minimize collisions. Cheng teaches grouping 
terminals in order to minimize collisions (col. 1 1 , II. 9-14). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to modify 
Caporizzo by grouping terminals to minimize collisions as taught by Cheng in order to 
provide a more reliable upstream data path. 

1 1 . Claim 41 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent 6,202,088 to Corrigan et al. in view of U.S. Patent 5,574,495 to Caporizzo. 

Regarding claim 41, Corrigan teaches transmitting the signal upstream via the 
cable system, but is silent on transmitting over a telephone line. Caporizzo teaches 
using a phone line to send the information the headend (claimed controller) (col. 5, II. 
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43-48), wherein the message of Caporrizzo contains the downstream channel 
information (col. 5, II. 37-39, col. 6, II. 4-13). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify Corrigan by 
transmitting over a telephone line and identifying the downstream channel (e.g. 
transceiver, extender, etc.) information as taught by Caporizzo in order to indicate to the 
user any problem areas within the network. 

12. Claims 42 and 43 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent 6,202,088 to Corrigan et al. 

Regarding claim 42, Corrigan is silent on transmitting the request over different 
frequencies until the system controller responds. Official Notice is taken that using 
different frequencies until the system controller responds is well known in the art. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Corrigan by using different frequencies until the system 
controller responds in order to reduce the chances of a frequency collision in the 
network, thereby increasing the devices ability to communicate with the other device. 

Regarding claim 43, Corrigan is silent on transmitting the request at a different 
power levels until the system controller responds. Official Notice is taken that using 
different power levels until the system controller responds is well known in the art. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Corrigan by changing power levels in order to 
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compensate for the length of the signal path on the network thereby compensating for 
different path lengths of signals. 

Conclusion 

13. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew Y. Koenig whose telephone number is (703) 
306-0399. The examiner can normally be reached on M-Th (7:30 - 6:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Grant can be reached on (703) 305-4755. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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